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INTRODUCTION

This case presents questions of first impression regarding non-fungible tokens
(“NFTs”), trademark law, and the First Amendment.

The issues’ novelty and the underlying, emerging technology requires
“extreme caution,” given the “vast potential [of the Internet] to alter how we think,
express ourselves, and define who we want to be.” Packingham v. North Carolina,
582 U.S. 98, 105 (2017).! The district court, however, appears to have
misunderstood critical aspects of NFT technology and granted Appellee Yuga Labs
summary judgment of trademark infringement—an approach that ignored numerous
genuine disputes of material fact and one that this Court has repeatedly described as
“disfavored” “due to the “intensely factual nature of trademark disputes.” KP
Permanent Make-Up v. Lasting Impression 1., Inc., 408 F.3d 596, 602 (9th Cir.
2005). Worse, the district court entered a permanent injunction that appears to
prohibit Appellants Ryder Ripps and Jeremy Cahen and their attorneys from
mentioning certain words in any context—no matter whether those words express

First Amendment-protected criticism of Yuga or simply appear in an appellate brief.?

! Unless specified, all emphasis has been added and all alterations, citations,
and internal quotation marks omitted from all cited sources.

2 As discussed below, Yuga has taken the position that the injunction does not
bar the use of certain terms (e.g., “RR/BAYC”) in this brief. It, however, refused to
agree that the injunction permits Defendants to use “RR/BAYC” or similar terms in
any other context.
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The district court’s other rulings, too, were riddled with error. Most notably,
at Yuga’s encouragement, the district court granted summary judgment on the
nominative fair use doctrine based on two fundamental misunderstandings of the
law—(1) that the doctrine categorically did not apply because “Defendants are not
using the... marks to sell Yuga’s” products and (2) that Ripps and Cahen had the
burden to establish nominative fair use. 1-ER-90. Both conflict with binding
authority. See Cairns v. Franklin Mint Co.,292 F.3d 1139, 1152 (9th Cir. Cir. 2002)
(doctrine applies even where “the alleged infringer’s ultimate goal was to describe
his own product”); Toyota Motor Sales, U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1182-
1183 (9th Cir. 2010) (once defendant invokes doctrine, plaintiff “must bear the
burden of establishing that [defendants’] use of the [asserted mark] was not
nominative fair use”).

In addition, the district court applied the wrong legal standard by analyzing
the fact-intensive likelihood-of-confusion analysis through the lens of a generic
consumer without any knowledge of NFT technology, 1-ER-84, despite this Court
having held a decade ago that the correct standard is the typical purchaser of the
product at-issue. Network Automation, Inc. v. Advanced Sys. Concepts, Inc., 638
F.3d 1137, 1152 (9th Cir. 2011). The district court also granted summary judgment

on Appellants’ counterclaim for improper takedown requests under the Digital
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Millenium Copyright Act (“DMCA”) even though Yuga undisputedly did not assert
a copyright claim.

The district court simply did not give the myriad novel issues in this case the
time and attention they deserved. Rather, the court rubber-stamped nearly every
motion Yuga filed—often cribbing erroneous legal analysis from Yuga’s lengthy
proposed orders. And, after ruling in Yuga’s favor on two claims, it permitted Yuga
to dismiss its remaining claims and remedies that would have allowed Ripps and
Cahen to develop a factual record in front of a jury. The district court’s decisions

do not withstand scrutiny and should be reversed.

JURISDICTION

The district court had jurisdiction pursuant to 28 U.S.C. §§1331, 1338, and
1367. Yuga’s federal claims are, in part, based on violations of the Lanham Act, as
amended, 15 U.S.C. §§1051 et seq. The district court had jurisdiction over Yuga’s
state law claims pursuant to 28 U.S.C. §§1338(b) and 1367. See 28 U.S.C. §1291;
1-ER-2. Ripps and Cahen. The district court entered final judgment on February 3,
2024. Appellants timely filed a notice of appeal on February 12, 2024. See FRAP

4(a); 7-ER-1312.
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ISSUES ON APPEAL

(1)  Whether a genuine factual dispute precluded summary judgment on
both Yuga’s “False Designation of Origin” claim (hereinafter “Lanham Act Claim”)
and “Cybersquatting” claim because:

a. Yuga failed to establish Ripps’ and Cahen’s use of the asserted
marks is not protected under the doctrine of nominative fair use;

b. Ripps’ and Cahen’s use of the asserted marks as part of their
RR/BAYC Project (i) criticizing Yuga for propagating racist
imagery and committing fraud and (i1) satirizing the NFT market is
protected under the First Amendment;

c. Yuga failed to establish that Ripps’ and Cahen’s use of the asserted
marks raises a substantial likelihood of confusing a typical NFT
purchaser; and/or

d. Yuga failed to show it did not transfer or otherwise abandon the
asserted marks.

(2)  Whether a genuine factual dispute precluded summary judgment on
Yuga’s Lanham Act claim because:

a. Yuga failed to establish that an NFT is a “tangible good” subject to

trademark protection; and/or
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b. Yuga failed to establish it lawfully used the asserted marks in
commerce.
(3)  Whether the district court erred in rejecting several counterclaims,
including by
a. Granting summary judgment on the Digital Millenium Copyright
Act Claim, where there is at least a genuine dispute that Yuga
knowingly and misleadingly relied on a trademark to file a
copyright takedown; or
b. Dismissing with prejudice two declaratory judgment counterclaims
that were resolved on jurisdictional rather than merits ground.
(4)  Whether the remedies ordered by the district court (injunctive relief,
equitable relief, and attorney’s fees) should be vacated, including because they

contravene the First and Seventh Amendments and federal equitable principles.

CONSTITUTIONAL AND STATUTORY PROVISIONS INVOLVED

Relevant provisions are in an addendum.
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STATEMENT
A. Non-Fungible Tokens (“NFTs”)

An NFT is a unique digital record stored on a decentralized network of
computers called a “blockchain,” a unit of data that cannot be copied. See Busch,
Non-Fungible Tokens (NFTs) 1, Congressional Research Services (July 20, 2022).3
As relevant here, an NFT is akin to a database record. Id. It indicates which
cryptocurrency “wallet” holds the NFT and also may include other information such
as an internet link linking to a digital item (e.g., an image file). The image is not
what is conveyed when an NFT is purchased—custody of the unique digital record
on the blockchain is all that is transferred. Anyone can create an NFT that links to
anything; a person who creates (or “mints”) an NFT may or may not have any
property rights over the item that the NFT references. Busch, Non-Fungible Tokens
(NFTs) 1. For example, there are NFTs that reference the Mona Lisa* and a
recording of Mahler’s First Symphony.> Therefore, although NFTs can be used to

verify ownership or provenance of the NFT itself, there is no inherent link between

3 This Court has relied on Congressional Research Service reports to
“summarize[|” basic background information. See Newmont Min. Corp. v. Pickens,
831 F.2d 1448, 1453 (9th Cir. 1987); see also, e.g., Boquist v. Courtney, 32 F.4th
764, 782 (9th Cir. 2022); NRDC, Inc. v. Pritzker, 828 F.3d 1125, 1130 n.5 (9th Cir.
2016).

4 http://tinyurl.com/5b4knjpk.
3 http://tinyurl.com/ahfshb98.
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the transfer of an NFT between blockchain “wallets” and the conveyance of property
rights in the referenced item. Busch, Non-Fungible Tokens (NFTs) 1.

In this way, NFTs are analogous to certificates issued by the various
commercial services that sell the “right” to “name a star” after someone. A consumer
pays money to purportedly “name a star” and in return receives a piece of paper that
lists Polaris as “Jim’s Star.” But Jim neither owns the star nor can he require anyone
to use his preferred name.® He simply owns a piece of paper that links his name to
the star. An NFT—Ilike a certificate reading “Jim’s Star”—only has intrinsic value
to the extent that people believe it does. See Busch, Non-Fungible Tokens 2 n.12
(“An NFT’s value is determined by the willingness of people to pay for it.... The
token is inherently valueless.”).

Each NFT is verifiably unique; they are created using software code called
“smart contracts” that add NFT data to a blockchain. Busch, Non-Fungible Tokens
4-5. The blockchain associates each NFT with the “wallet” that holds the NFT and
the smart contract that created the NFT. Id. That information is “accessible to...
anyone using a searchable blockchain explorer.” Id. One explorer is Etherscan.io—
a website that displays entries on the Ethereum blockchain, which records the NFTs

at-issue here. See id. at 3-5.

® https://www.iau.org/public/themes/buying_star_names/.
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